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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 19-28 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 19 recites an apparatus comprised of a machine accessible medium. Applicant's 
specification teaches that machine accessible media may include "microwaves, radio waves, 
and other electromagnetic or optical carriers". Microwaves, radio waves, and other 
electromagnetic or optical carriers do not fall within any of the four statutory categories for 
invention. That is to say, carrier waves are not a process, machine, article of manufacture, or 
composition of matter. Therefore, the claims are directed towards non-statutory subject matter. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al., 
U.S. Patent No. 2004/0054839 A1, in view of Westerinen et al., U.S. Patent No. 6,119,185, in 
view of Kinney ("Solving BIOS Boot Issues with EFI", Intel Developer Update Magazine). 

Regarding claim 1, Lee teaches a method comprising [Fig. 2]: 
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determining, during a process of booting a processing system, whether sufficient 
resources are available to meet resource requests for multiple devices associated with a PCI 
subsystem [Fig. 2, step 203]; 

retrieving boot information [Fig. 2, steps 201, 202, paragraphs 24, 25]; 

allocating resources if sufficient resources are available, and not allocating resources if 
the sufficient resources are not available [Fig. 2, steps 204, 206]. 

Lee does not teach an EFI environment, and that resources are allocated to boot-critical 
devices and not for others when resources are not sufficient to allocate resources for all devices 
in the system. 

Westerinen teaches a system for allocating memory resources for PCI devices, wherein 
an ordered list is created that ensures that PCI boot devices will be allocated memory resources 
first before other devices [col. 7, lines 34-40]. 

It would have been obvious to one of ordinary skill in the art to combine the teachings of 
Lee and Westerinen by modifying the system of Lee to place priority during memory allocation 
on boot devices, as taught by Westerinen. Both Lee and Westerinen are directed towards 
allocating memory for PCI devices during boot. Westerinen teaches that most users will boot 
from a device that resides on the PCI bus, and therefore it is necessary to allocate memory to 
these devices before others. Lee is also directed at allocating memory in a PCI subsystem 
during system boot, and also teaches that users may configure which peripheral devices will 
receive memory allocation first [paragraph 27, lines 4-5]. Based on Lee's suggestion, it would 
have been obvious to one of ordinary skill in the art to combine the teachings of Westerinen to 
the method of Lee. The teachings of Westerinen would improve the method of Lee by ensuring 
that boot devices have the required memory allocated to them. Since Westerinen ensures boot 
devices are allocated memory, if a device is not needed for boot and memory is available, it will 
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be allocated memory after the boot devices. Otherwise, the device will not be allocated any 
memory [Lee, paragraph 28]. 

Kinney teaches an EFI environment [page 3, "Overview" and "The EFI Concept"]. 

It would have been obvious to one of ordinary skill in the art to combine the teachings of 
Lee and Westerinen with Kinney by implementing the pre-boot environment as an EFI 
environment. Kinney teaches that EFI provides a number of improvements over existing BIOS- 
based booting methods [page 3, "The EFI Concept", page 5, "Summary"], such as those 
represented by Lee and Westerinen. Thus, it would have been obvious to one of ordinary skill 
in the art to implement the pre-boot environment of Lee/Westerinen as an EFI environment to 
provide such improvements. 

Regarding claim 2, it would have been obvious to one of ordinary skill in the art to 
disable the devices that are not required for boot when resources cannot be allocated to them. 
Since the necessary resources are not available, and since the devices are not critical for 
booting, there is nothing to be gained by enabling them. 

Regarding claim 3, Kinney teaches that the EFI environment provides console services 
[page 3, "The EFI Concept", second paragraph]. 

Regarding claim 4, Lee teaches that devices are discovered by scanning the PCI 
subsystem [paragraph 24, detecting peripheral devices]. 

Regarding claims 5-9, Lee teaches : 

at least two PCI devices [Fig. 1], collecting resource requests from them, and 
determining whether sufficient resources are available [paragraph 25]; 

a PCI host bridge [Fig. 1, PCI host bridge 106], and that resource availability is 
determined automatically; 

rejecting a PCI device based on a rejection policy [insufficient memory, paragraph 28]. 
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Regarding claims 10-28, Lee/Westerinen/Kinney teaches the method of claims 1-9, and 
also the apparatus to implement the claimed method, and also the machine readable medium 
with instructions to implement the claimed method. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

Wilson et al., U.S. Patent Application Publication No. 2003/0041088 A1, 

Patel et al., U.S. Patent No. 6,873,33 B1, 

Dawson, III et al., U.S. Patent No. 6,145,021 , 

Patel, U.S. Patent No. 5,999,989, 

Lichtman et al., U.S. Patent No. 5,819,107, 

Dawson, III et al„ U.S. Patent No. 6,154,836, 

Willke, II et al., U.S. Patent No. 6,708,240 B1. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ji H. Bae whose telephone number is 571-272-7181. The examiner can 
normally be reached on Monday-Friday, 10 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Lee can be reached on 571-272-3667. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Patent Examiner 
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